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Office Action Summary 



Application No. 

09/555,640 



Examiner 

Jeffrey S. Parlcin, Ph.D. 



Appllcant(s) 

NGUYEN ET AL. 



Art Unit 

1648 



The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 03 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )K Responsive to communication(s) filed on 04 December 2002 . 
2a)n This action is FINAL. 2b)^ This action is non-final. 

3) 0 Since this application is in condition for allowance except for fornnal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) K Claim(s) 1-14,16-21 and 24-37 is/are pending in the application. 

4a) Of the above claim(s) 3-14,16-21 and 24-37 is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) S Claim(s) 1 and 2 is/are rejected. 

Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)n The drawing(s) filed on is/are: a)n accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
1 1 )□ The proposed drawing correction filed on is: a)n approved b)n disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) ^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)[ElAII b)n Some*c)n None of: 

1 Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. ^ Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

^4)\Z\ Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) D The translation of the foreign language provisional application has been received. 
15)n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 

1 ) CU Notice of References Cited (PTO-892) 4) □ Interview Sunnmary (PTO-413) Paper No(s). . 

2) CU Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) C] Notice of Informal Patent Application (PTO-152) 

3) [3 Information Disclosure Statement(s) (PTO-1449) Paper No(s) 5 . 6) ^ Other: See Continuation Sheet . 
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Application No.: 



NOTICE TO COMPLY WITH REQUIREMENTS FOR PATENT APPLICATIONS CONTAINING 
NUCLEOTIDE SEQUENCE AND/OR AMINO ACID SEQUENCE DISCLOSURES 

The nucleotide and/or amino acid sequence disclosure contained in this application does not 
comply with the requirements for such a disclosure as set forth in 37 C.F.R. 1 .821 - 1 .825 for the 
following reason(s): 



1. This application clearly fails to comply with the requirements of 37 C.F.R. 1.821-1.825. Applicant's 
attention is directed to these regulations, published at 1 1 14 OG 29, May 15, 1990 and at 55 FR 
18230, May 1, 1990, 



Listing" as required by 37 C.F.R. 1.821(c). 

3. A copy of the "Sequence Listing" in computer readable form has not been submitted as required by 
37 C.F.R. 1.821(e). 

4. A copy of the "Sequence Listing" in computer readable form has been submitted. However, the 
content of the computer readable fomn does not comply with the requirements of 37 C.F.R. 1 .822 
and/or 1.823. as indicated on the attached copy of the marked -up "Raw Sequence Listing." 

5. The computer readable form that has been filed with this application has been found to be damaged 
and/or unreadable as indicated on the attached CRF Diskette Problem Report. A Substitute 
computer readable form must be submitted as required by 37 C.F.R. 1.825(d). 

6. The paper copy of the "Sequence Listing" is not the same as the computer readable from of the 
"Sequence Listing" as required by 37 C.F.R. 1 .821 (e). 



7. Other: 



Applicant Must Provide: 

KX An initial ^t AuL i &tHu t c computer readable form (CRF) copy of the "Sequence Listing". 

□ An initial or substitute paper copy of the "Sequence Listing", as well as an amendment directing its entry 
into the specification. 

KA statement that the content of the paper and computer readable copies are the same and, where 
applicable, include no new matter, as required by 37 C.F.R. 1.821(e) or 1.821(0 or 1-821(g) or 
1.825(b) or 1.825(d). 

For questions regarding compliance to these requirements, please contact: 

For Rules Interpretation, call (703) 308-4216 
For CRF Submission Help, call (703) 308-4212 
For Patentin software help, call (703) 308-6856 

PLEASE RETURN A COPY OF THIS NOTICE WITH YOUR RESPONSE 
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Detailed Office Action 

Status of the Claims 

1. Applicants' election with traverse of Group I and SEQ ID NO.: 1 
(claims 1 and 2), in paper no. 11 is acknowledged. The traversal 
is based upon the argument that the inventions of Groups I-VIII are 
share a common technical feature and that it would not pose a 
5 serious burden on the examiner to review all the claims 

concomitantly. Contrary to applicants' assertions, the inventions 
listed as Groups I-VIII do not relate to a single inventive concept 
under PCX Rule 13.1 because, under PCT Rule 13.2, they lack the 
same or corresponding special technical features. Each of the 

10 identified groups is directed toward a structurally and 

functionally different product (e.g., nucleic • acids, proteins, 
antibodies, diagnostic kits) or methodology (e.g., nucleic acid- 
based, peptide-based, or antibody-based detection assays) which 
employs structurally and functionally unrelated products and assay 

15 steps. Accordingly, the identified groups all lack a special 

technical feature. Moreover, the claimed invention also fails to 
make a contribution over the prior art (i.e., see the ISA Chapter 
I search report) . Thus, a special technical feature is not 
present . 

20 Applicants were also advised that multiple inventions lacking a 

special technical feature exist within each of the identified 
groups. For instance, the nucleotide sequences set forth in Group 
I are all structurally and functionally different. SEQ ID NO.: 1 
is directed toward a full-length genomic clone of the erythrovirus 

25 V9. Other sequence identifiers are directed toward various V9 

antigens (e.g., NSl, 7.5 kDa protein, VPl, VPlu, X protein, VP2, 11 
kDa protein) . Additional nucleotide sequences are directed toward 
fragments of these sequences, sequences capable of hybridizing to 
said sequences, and primer pairs capable of amplifying said 
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sequences. Since each of the identified nucleotide sequences have 
different structures, separate searches will be required for each 
sequence. The same reasoning extends to the various proteins and 
antibodies identified in Groups IV and V. Each peptide and 
5 antibody set forth within these groups have different structures 

and functions. Independent searches will be required for each 
product. Due to the large number of groups identified, each of 
these are not set forth individually. Applicants will be required 
to elect a single product (e.g., a nucleotide sequence comprising 

10 SEQ ID NO.: 1, a peptide encoded by SEQ ID NO.: 81, an antibody 

that binds specifically to the NSl antigen) for examination on the 
merits. This is not a species election requirement. 

Applicants' arguments have been thoroughly considered but are 
not deemed persuasive for the reasons set forth supra and in the 

15 original restriction requirement (paper no. 8). Accordingly, the 

requirement is still deemed to be proper and is therefore made 
FINAL. Claims 3-14, 16-21, and 24-37 are withdrawn from further 
consideration by the examiner, pursuant to 37 C.F.R. § 1.142(b), as 
being drawn to a non-elected invention. 

20 

Information Disclosure Statement 

2. The information disclosure statement filed 10 August, 2002, has 
been placed in the application file and the information referred to 
therein has been considered. 

25 

37 C.F.R. §§ 1.821-1.825 

3. This application contains sequence disclosures that are 
encompassed by the definitions for nucleotide and/or amino acid 
sequences set forth in 37 C.F.R. § 1.821(a)(1) and (a)(2). 

30 However, this application fails to comply with the requirements of 

37 C.F.R. §§ 1.821-1.825 for the reason(s) set forth on the 
attached Notice To Comply With Requirements For Patent Applications 

-2- 
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Containing Nucleotide Sequence And/Or Amino Acid Sequence 
Disclosures. Any questions regarding compliance with the sequence 
rules requirements specifically should be directed to the 
departments listed at the bottom of the Notice to Comply. 

5 

35 U.S.C. § 112, Second Paragraph 

4. Claims 1 and 2 are rejected under 35 U.S.C. § 112, second 
paragraph, as being indefinite for failing to particularly point 
out and distinctly claim the subject matter which applicant regards 

10 as the invention. The claims are vague and indefinite for 

referencing nonelected subject matter. The claims should be 
amended to reflect the current election (i.e., An isolated and 
purified human erythrovirus type V9 nucleic acid consisting of SEQ 
ID NO.: 1; The isolated and purified nucleic acid of claim 1 

15 wherein said nucleic acid has the restriction profile set forth in 

Figures 7 . 1-7 . 3) . 

Allowable Subject Matter 

5. The erythrovirus genomic segment corresponding to SEQ ID NO. 1 
20 appears to be free of the prior art. Appropriately drafted claim 

language directed solely toward this embodiment would be 
acceptable . 

Correspondence 

25 6. Correspondence related to this application may be submitted to 

Group 1600 by facsimile transmission. The faxing of such papers 
must conform with the notice published in the Official Gazette, 
1096 OG 30 (November 15, 1989) . Official communications should be 
directed toward one of the following Group 1600 fax numbers: (703) 

30 308-4242 or (703) 305-3014. Informal communications may be 

submitted directly to the Examiner through the following fax 
number: (703) 308-4426. Applicants are encouraged to notify the 
Examiner prior to the submission of such documents to facilitate 
their expeditious processing and entry. 

35 
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7. Any inquiry concerning this communication should be directed to 
Jeffrey S. Parkin, Ph.D., whose telephone niomber is (703) 308-2227. 
The examiner can normally be reached Monday through Thursday from 
8:30 AM to 6:00 PM. A message may be left on the examiner's voice 
5 mail service. If attempts to reach the examiner are unsuccessful, 

the examiner's supervisors, James Housel or Laurie Scheiner, can be 
reached at (703) 308-4027 or (703) 308-1122, respectively. Any 
inquiry of a general nature or relating to the status of this 
application should be directed to the Group 1600 receptionist whose 
10 telephone number is (703) 308-0196. 

R^^pec^^ully, 



JetJ&fey S. Parkin, Ph.D. 
Patent Examiner 
Art Unit 1648 

23 February, 2003 
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